Serial No. 10/690,474 

REMARKS/ARGUMENTS 

The Office Action mailed August 19, 2009, has been received and reviewed. Claims 1 
through 26 are currently pending in the application. Claims 1 through 26 stand rejected. 
Applicants have amended claims 20-23 and 25, and respectfully request reconsideration of the 
application as amended herein. 

The amendments to claims 20 and 25 are supported by the as-filed specification in at least 
| [0070]. Claims 21 through 23 have been amended to improve antecedent basis. 

35 U.S.C. § 101 Non-Statutory Subject Matter Rejection 

Claims 1 through 26 stand rejected under 35 U.S.C. § 101 as being directed to non- 
statutory subject matter. Applicants respectfully traverse this rejection, as hereinafter set forth. 

As stated by the Examiner, a claimed process that transforms underlying subject matter to 
a different state or thing is interpreted as comprising statutory subject matter under 35 U.S.C. § 
101 . Claim 1 of the present application recites, in part, "forming a pari-mutuel wagering pool 
having funds comprised of all wagers placed," and "distributing, from the pari-mutuel wagering 
pool, an appropriate payout to each winning game participant," and similar limitations 
comprising "forming" and "distributing" are found in independent claim 20. Applicants 
respectfully assert that at least these limitations constitute a sufficient transformation to satisfy 
the requirements of statutory subject matter under 35 U.S.C. § 101. 

In particular, Applicants assert that forming the wagering pool inherently requires a 
transformation, as formation of any article requires the transformation of an initial article into a 
new form, shape or arrangement comprising a new article. For example, forming a wagering 
pool inherently comprises the transformation of an account or other means for retaining a 
collection of funds into an account with at least one specific purpose as a wagering pool having 
funds comprised of all wagers placed. Furthermore, the funds comprising the wagers placed are 
transformed from being associated with a game participant, to being associated with a winning 
game participant by "distributing, from the pari-mutuel wagering pool, an appropriate payout to 
each winning game participant." Additionally, in claim 25 the funds transform the wagering pool 
by changing the amounts therein. Finally, Applicants assert that forming a pari-mutuel wagering 
pool, placing funds into a pari-mutuel wagering pool and distributing from a pari-mutuel 
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wagering pool are not steps that can be performed using only human intelligence, as asserted by 
the Examiner. Office Action at p. 3. 

Thus, Applicants respectfully assert that claims 1, 20 and 25 are directed to statutory 
subject matter, and request that the Examiner withdraw the rejection of claims 1 through 26 
under 35 U.S.C. § 101. 

35 U.S.C. § 103(a) Obviousness Rejections 

Obviousness Rejection Based on U.S. Patent No. 6.634,946 to Bridgeman et al. in View of U.S. 
Patent No. 5.275,400 to Wiengardt et al. 

Claims 1 through 19 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Bridgeman et al. (U.S. Patent No. 6,634,946), in view of Weingardt et al. (U.S. Patent No. 
5,275,400). Applicants respectfully traverse this rejection, as hereinafter set forth. 

To establish a prima facie case of obviousness the prior art reference (or references when 
combined) must teach or suggest all the claim limitations. In re Royka, 490 F.2d 981, 985 
(CCPA 1974); see also MPEP § 2143.03. Any differences between the prior art and the claims at 
issue must be such that they would have been obvious to a person having ordinary skill in the art 
at the time the invention was made. KSR Int'l Co. v. Tele/lex Inc., 127 S. Ct. 1727, 1734, 167 
L.Ed.2d 705, 75 USL W 4289, 82 U.S.P.Q.2d 1385 (2007). Additionally, there must be "a reason 
that would have prompted a person of ordinary skill in the relevant field to combine the [prior 
art] elements" in the manner claimed, and such a reason "must be made explicit" by the 
Examiner. Id. at 1741. Finally, to establish a prima facie case of obviousness there must be a 
reasonable expectation of success. In re Merck & Co., Inc., 800 F.2d 1091, 1097 (Fed. Cir. 
1986). Furthermore, the reason that would have prompted the combination of the references and 
the reasonable expectation of success must be found in the prior art, common knowledge, or the 
nature of the problem itself, and not based on the Applicant's disclosure. DyStar Textilfarben 
GmbH& Co. DeutschlandKGv. C. H. Patrick Co., 464 F.3d 1356, 1367 (Fed. Cir. 2006); 
MPEP § 2144. Indeed, underlying the obvious determination is the fact that statutorily 
prohibited hindsight cannot be used. KSR, 127 S.Ct. at 1742; DyStar, 464 F.3d at 1367. 

Applicants respectfully assert that the 35 U.S.C. § 103(a) obviousness rejections of 
claims 1 through 19 are improper because Bridgeman et al. combined with Weingardt et al. fail 
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to teach or suggest all of the limitations of at least independent claim 1, and the differences 
between claim 1 and the teachings of Bridgeman et al. combined with Weingardt et al. would not 
have been obvious to a person of ordinary skill in the art at the time the invention was made. 

Bridgeman et al. is directed to pari-mutuel networks, devices and games. The games in 
Bridgeman et al. are configured with set pay tables. Bridgeman et al. at col. 3, lines 7-10. For 
example, a player pays a fee to start playing a game and accrued some number of credits 260. Id. 
col. 13, lines 3 1-32. After the player has bet 20 credits, the maxwin payout and the Royal Flush 
and Straight Flush payouts change to a value preset by the total number of credits bet by all 
players. Id. at col. 13, lines 37-47. Thus, the pay tables are not controlled by the player, and the 
player is not afforded the opportunity to place a wager and to specify an odds level at which the 
wager is accepted, as admitted by the Examiner at page 5 of the Office Action. 

The Examiner relies on Weingardt et al. as teaching such limitations. Weingardt et al. 
teaches electronic gambling games in which players are competing against each other to win 
from a common pool and are not wagering against the house. Weingardt et al. at Abstract. 
However, Weingardt et al. specifically teaches that when a player selects which cards he wishes 
to hold and discard, the display screen 10 shows a probability chart 40 advising the player of the 
odds of achieving a particular winning hand based on the cards held and the payout odds the 
player would receive if a winning combination is achieved. Id. at col. 7, lines 36-43. Thus, the 
player is not afforded the opportunity to specify an odds level at which a wager is accepted, but 
rather the odds level is assigned based on the combination of cards. 

The Examiner refers specifically to FIG. 5, which shows a payout schedule with 
progressive payouts at all levels. In the embodiment taught with reference to FIG. 5, the pari- 
mutuel payouts are disbursed to each coin column based on the number of coins deposited. Id. at 
col. 10, lines 1-5. However, even the progressive payout table taught by Weingardt et al. fails to 
teach or suggest affording game participants an opportunity to place a wager and to specify an 
odds level at which the wager is accepted. Instead, in Weingardt et al. the player places a wager 
of between 1 and 5 coins and is assigned an odds level for that wager. For example, a player in 
Weingardt et al. can choose to place a wager of 4 coins, but that player is not afforded the 
opportunity to specify an odds level. Instead, the player placing a wager of 4 coins is assigned an 
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odds level of 1,000 for a Royal Flush, 200 for a Straight Flush, 100 for a 4 of a kind, etc. Thus, 
Weingardt et al. fails to remedy the deficiencies of Bridgeman et al. 

Applicants respectfully assert that Bridgeman et al. and Weingardt et al., when combined, 
do not teach or suggest at least "affording a plurality of game participants an opportunity to place 
a wager on one or more of the plurality of potential outcomes and to specify an odds level of a 
plurality of progressive odds levels at which the wager is accepted," as recited in independent 
claim 1, and these differences between claim 1 and the combined teachings of the cited 
references would not have been obvious to one of ordinary skill in the art at the time the 
invention was made. Applicants, therefore, respectfully request that the Examiner withdraw the 
35 U.S.C. § 103(a) obviousness rejection to claim 1. 

Furthermore, the nonobviousness of independent claim 1 precludes a rejection of claims 2 
through 19, which depend therefrom, because a dependent claim is obvious only if the 
independent claim from which it depends is obvious. See In re Fine, 5 U.S.P.Q.2d 1596, 1600 
(Fed. Cir. 1988), see also MPEP § 2143.03. Therefore, Applicants request that the Examiner 
withdraw the 35 U.S.C. § 103(a) obviousness rejection to claims 2 through 19, in addition to the 
rejection to independent claim 1. 

Obviousness Rejection Based on U.S. Patent No. 7.302.412 to Speck, in View of U.S. Patent No. 
6.695.701 to Aronson 

Claims 20 through 26 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Speck (U.S. Patent No. 7,301,412), in view of Aronson et al. (U.S. Patent No. 6,695,701). 
Applicants respectfully traverse this rejection, as hereinafter set forth. 

Claims 20 through 24 

Applicants respectfully assert that the 35 U.S.C. § 103(a) obviousness rejections of 
claims 20 through 24 are improper because Speck combined with Aronson et al. fail to teach or 
suggest all of the limitations of at least independent claim 20, as amended, and the differences 
between claim 20 and the teachings of Speck combined with Aronson et al. would not have been 
obvious to a person of ordinary skill in the art at the time the invention was made. 
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Speck teaches a method for reiterative betting based on supply and demand of betting 
shares. Speck teaches a highly mathematical method for determining a rate of return on a bet by 
employing supply and demand forces. In general, investors may place wagers on one of a 
plurality of possible outcomes, and those investors receive shares in exchange and a value of 
each share is determined from the amount of money bet on each possible outcome. Speck at col. 
3, lines 1-38. The betting process can be reiterated multiple times in which investors can 
purchase shares or redeem shares after the share value is determined, resulting in a new share 
value being calculated. See, e.g., Id. at cols. 7 and 8. However, Speck explicitly teaches that the 
share prices "must be calculated AFTER new money is provided to the betting machine," 
resulting in new investors who are unable to determine the price of shares being purchased. Id. at 
Col. 11, lines 26-29 (emphasis in original). Speck does not teach or suggest any embodiment in 
which an initial share price is set "before making the shares available for purchase," as recited in 
independent claim 20 as amended. Instead, Speck requires that share be initially purchased in 
order to set a share price. Thus, Speck not only fails to teach or suggest "setting an initial share 
price for shares corresponding to each of the plurality of potential outcomes before making the 
shares available for purchase," but Speck actually teaches away from such a limitation. 

Aronson et al. teaches systems and methods for providing fixed-odds and pari-mutuel 
wagering. A user is allowed to submit a wager to a fixed-odds book or a pari-mutuel pool using 
an interactive wagering application, or the user is provided with a conditional wagering option 
where a wager placed with a fixed-odds book that is refused is automatically placed with a pari- 
mutuel pool. Aronson et al. at Abstract; col. 21, lines 10 - col. 22, line 15. Aronson et al. does 
not disclose the use of shares that can be purchased at a particular share price. Thus, Aronson et 
al. fails to teach or suggest setting an initial share price for shares corresponding to each of the 
plurality of potential outcomes before making the shares available for purchase. Accordingly, 
Aronson et al. fails to remedy the deficiencies of Speck with respect to at least independent claim 
20 as amended herein. 

Applicants respectfully assert that Speck and Aronson et al., when combined, do not 
teach or suggest at least "setting an initial share price for shares corresponding to each of the 
plurality of potential outcomes before making the shares available for purchase," as recited in 
independent claim 20 as currently amended, and these differences between claim 20 and the 
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combined teachings of the cited references would not have been obvious to one of ordinary skill 
in the art at the time the invention was made. Applicants, therefore, respectfully request that the 
Examiner withdraw the 35 U.S.C. § 103(a) obviousness rejection to claim 20. 

Furthermore, the nonobviousness of independent claim 20 precludes a rejection of claims 
21 through 24, which depend therefrom, because a dependent claim is obvious only if the 
independent claim from which it depends is obvious. See In re Fine, 5 U.S.P.Q.2d 1596, 1600 
(Fed. Cir. 1988), see also MPEP § 2143.03. Therefore, Applicants request that the Examiner 
withdraw the 35 U.S.C. § 103(a) obviousness rejection to claims 21 through 24, in addition to the 
rejection to independent claim 20. 

Claims 25 and 26 

Applicants respectfully assert that the 35 U.S.C. § 103(a) obviousness rejections of 
claims 25 and 26 are improper because Speck combined with Aronson et al. fail to teach or 
suggest all of the limitations of at least independent claim 25, as amended, and the differences 
between claim 25 and the teachings of Speck combined with Aronson et al. would not have been 
obvious to a person of ordinary skill in the art at the time the invention was made. 

As discussed above, Speck teaches that the share prices "must be calculated AFTER new 
money is provided to the betting machine," resulting in new investors who are unable to 
determine the price of shares being purchased. Id. at Col. 11, lines 26-29 (emphasis in original). 
Speck does not teach or suggest any embodiment in which the share price comprises one of an 
initial share price set prior to making the at least one share available for purchase and an adjusted 
share price set after the initial share price is set. In particular, in Speck there is no initial share 
price set prior to selling shares and, accordingly, there is no adjusted share price set after the 
initial share price is set, since in Speck there is no initial share price, as recited in independent 
claim 25 as amended. 

Furthermore, Aronson et al. does not disclose the use of shares that can be purchased at a 
particular share price. Thus, Aronson et al. fails to teach or suggest a share price comprising one 
of an initial share price set prior to making the at least one share available for purchase and an 
adjusted share price set after the initial share price is set. Accordingly, Aronson et al. fails to 
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remedy the deficiencies of Speck with respect to at least independent claim 25 as amended 
herein. 

Applicants respectfully assert that Speck and Aronson et al, when combined, do not 
teach or suggest at least "purchasing at least one share in favor of a particular outcome of a 
plurality of potential outcomes for an event at a share price, the share price comprising one of an 
initial share price set prior to making the at least one share available for purchase and an adjusted 
share price set after the initial share price is set, wherein funds for each share purchased are 
placed in a pari-mutuel wagering pool," as recited in independent claim 25 as currently amended, 
and these differences between claim 25 and the combined teachings of the cited references would 
not have been obvious to one of ordinary skill in the art at the time the invention was made. 
Applicants, therefore, respectfully request that the Examiner withdraw the 35 U.S.C. § 103(a) 
obviousness rejection to claim 25. 

Furthermore, the nonobviousness of independent claim 25 precludes a rejection of claim 
26, which depends therefrom, because a dependent claim is obvious only if the independent 
claim from which it depends is obvious. See In re Fine, 5 U.S.P.Q.2d 1596, 1600 (Fed. Cir. 
1988), see also MPEP § 2143.03. Therefore, Applicants request that the Examiner withdraw the 
35 U.S.C. § 103(a) obviousness rejection to claim 26, in addition to the rejection to independent 
claim 25. 
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ENTRY OF AMENDMENTS 

The amendments to claims 20 through 23 and 25 above should be entered by the 
Examiner because the amendments are supported by the as-filed specification and drawings and 
do not add any new matter to the application. 

CONCLUSION 

Claims 1 through 26 are believed to be in condition for allowance, and an early notice 
thereof is respectfully solicited. Should the Examiner determine that additional issues remain 
which might be resolved by a telephone conference, the Examiner is respectfully invited to 
contact Applicants' undersigned attorney. 




Attorney for Applicant(s) 

TraskBritt 

P.O. Box 2550 

Salt Lake City, Utah 841 10-2550 
Telephone: 801-532-1922 

Date: November 19, 2009 
TJB/nj:cw 
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